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DETAIL ACTION 

1 . This Office Action is in response to the Amendnnent filed 04/20/05 and the 
Affidavit Under CFR 1.131 filed 03/10/05. 

2. The Affidavit filed on 03/10/05 under 37 CFR 1 .131 has been considered but is 
ineffective to overconne the Fang (USP 662831 1 ) reference. 

Firstly, it is noted that the Affidavit Under CFR 1 .131 filed 03/10/05 is improper 
since it is not made under oath before a notary public (see MPEP 715.04). 

Secondly, although the Affidavit establishes a conception of the invention prior to 
the effective date of the Fang reference, the evidence submitted is insufficient to 
establish diligence from a date prior to the date of reduction to practice of the Fang 
reference to either a constructive reduction to practice or an actual reduction to practice. 
Specifically, it is noted that the disclosure of the invention to IBM's Intellectual Law 
department shows a conception of the invention on December 1999. However, the 
Affidavit fails to show evidence of reduction to practice from December 1999 to the filing 
date the Fang reference which is Feb 2000 (see MPEP 715.07 (a)). 

Claim Objections 

3. Claim 14 is objected to because of the following informalities: it appears that line 
2 of the claim has a typographical error "claim 1" should be replaced with "claim 13". 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most neariy connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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5. Claims 13-18 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Regarding claim 13, lines 7-8 of the claim recites feature "including identifying a 
restricted selection". Lines 9-10 of the claim recites feature "including removing the 
restricted selection". However, these features are not found in the specification. 

Claims 14-18 depend on claim 13; therefore, claims 14-18 are rejected on the 
same rationale. 

Regarding claim 17, lines 3-4 of the claim recites feature "identifying a restricted 
selection and a privilege class for the restricted selection". However, these features are 
not found in the specification 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-3 and 5-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fang (USP 6628311). 

Regarding claims 1 and 9, Fang teaches steps identify code for disabling control 
(identify that the Staple control is deactivated (col 1 , lines 40-41), changing a state of 
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identified code fronn disabled to disabled with assistance (the Staple display control is 
deactivated and provide help icon to provide help information on the deactivated Staple 
control; col 1 , lines 42-47); responsive to said change of state of identified code to 
disabled with assistance, providing assistance text to explain why control is disabled 
(help information explains that the Staple control is deactivated since Booklet Printing is 
selected; Fig. 3a) and providing code for correcting a condition for disabling control (in 
order to activate the Staple control, Booklet Printing should not be selected), receive 
user selection to adjust a display control to execute said code for correcting a condition 
for disabling control (upon user selection to adjust from "Booklet Printing" to "Side 
Biding" in control Duplex/Booklet 16, the condition for deactivated Staple control is 
corrected, and the Staple control is activated) (see col 1, lines 34-63) (also see col 3, 
lines 37-65). 

The only difference between Fang teaching and the claims is that in order to 
correct a condition for disabling control (change Staple control from deactivated to 
activated in Fang), the claims teach selecting an adjustment button while Fang teaches 
selecting on a list of items (for example, select "Side Biding" in the drop-down list of 
control Duplex/Booklet 16 (see col 1, lines 57-61), or select item "Finisher installed" on 
the dialog box 40 and select check box "Finisher" on "Option" list on Fig. 3b. 

Since Fang teaches that it is well-known that plurality of buttons (such as push 
buttons, radio buttons; see col 1, lines 30-32; col 4, lines 45-47) may be used to develop 
a graphical user interface, an Official Notice is taken that it would have been obvious for 
one of ordinary skill in the art, having the teaching of Fang before him at the time the 
invention was made, to modify the graphical user interface taught by Fang to include a 
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button for selecting "Side Biding" or "Finisher installed" with the motivation being to 
provide different ways to select items. 

Regarding claim 8, Fang teaches steps identify code for disabling control (identify 
that the Staple control is deactivated (col 1, lines 40-41), changing a state of identified 
code from disabled to disabled with assistance (the Staple display control is deactivated 
and provide help icon to provide help information on the deactivated Staple control; col 
1 , lines 42-47); displaying an assistance icon for viewing by a user (help icon 26 of Fig. 
2a; col 1, lines 43-46), identifying a user selection of said assistance icon and displaying 
said assistance text (col 1 , lines 46-48; Fig. 2a-2b), responsive to said change of state 
of identified code to disabled with assistance, providing assistance text to explain why 
control is disabled (help information explains that the Staple control is deactivated since 
Booklet Printing is selected; Fig. 3a) and providing code for correcting a condition for 
disabling control. (in order to activate the Staple control, Booklet Printing should not be 
selected), receive user selection to adjust a display control to execute said code for 
correcting a condition for disabling control (acting on eligible items) (upon user selection 
to adjust from "Booklet Printing" to "Side Biding" in control Duplex/Booklet 16, the 
condition for deactivated Staple control is corrected, and the Staple control is activated) 
(see col 1, lines 34-63) (also see col 3, lines 37-65). 

The only difference between Fang teaching and claim 8 is that in order to correct 
a condition for disabling control (change Staple control from deactivated to activated in 
Fang), claim 8 teaches selecting an adjustment button while Fang teaches selecting on 
a list of items (for example, select "Side Biding" in the drop-down list of control 
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Duplex/Booklet 16 (see col 1, lines 57-61), or select item "Finisher installed" on the 
dialog box 40 and select check box "Finisher" on "Option" list on Fig. 3b. 

Since Fang teaches that it is well-known that plurality of buttons (such as push 
buttons, radio buttons; see col 1, lines 30-32; col 4, lines 45-47) may be used to develop 
a graphical user interface, an Official Notice is taken that it would have been obvious for 
one of ordinary skill in the art, having the teaching of Fang before him at the time the 
invention was made, to modify the graphical user Interface taught by Fang to include a 
button for selecting "Side Biding" or "Finisher installed" with the motivation being to 
provide different ways to select item. 

Regarding claims 2 and 10, Fang teaches the displaying an assistance icon for 
viewing by a user in responsive to said change state of said identified code to disabled 
with assistance state (help icon 26 of Fig. 2a; col 1, lines 43-46). 

Regarding claims 3 and 1 1 , Fang teaches the identifying a user selection of said 
assistance icon and displaying said assistance text (col 1, lines 46-48; Fig. 2a-2b). 

Regarding claim 6, Fang teaches the including the step of displaying a help text 
for viewing by a user (Fig. 3a). 

Regarding claim 7, Fang teaches the step of providing an assistance icon with 
said identified code, said assistance icon for viewing by a user in a context menu of 
available actions for user selected items (Fig. 3a). 

Regarding claims 5 and 12, Fang teaches receive user selection to adjust a 
display control to execute said code for correcting a condition for disabling control 
(acting on eligible items) (upon user selection to adjust from "Booklet Printing" to "Side 
Biding" in control Duplex/Booklet 16, the condition for deactivated Staple control is 



Application/Control Number; 09/51 9,41 3 Page 7 

Art Unit: 2173 

corrected, and the Staple control is activated) (see col 1 , lines 34-63) (also see col 3, 
lines 37-65). The only difference between Fang teaching and the claims is that in order 
to correct a condition for disabling control (change Staple control from deactivated to 
activated in Fang), the claims teach selecting an adjustment button while Fang teaches 
selecting on a list of items (for example, select "Side Biding" in the drop-down list of 
control Duplex/Booklet 16 (see col 1, lines 57-61), or select item "Finisher installed" on 
the dialog box 40 and select check box "Finisher" on "Option" list on Fig. 3b. Since Fang 
teaches that it is well-known that plurality of buttons (such as push buttons, radio 
buttons; see col 1, lines 30-32; col 4, lines 45-47) may be used to develop a graphical 
user interface, an Official Notice is taken that it would have been obvious for one of 
ordinary skill in the art, having the teaching of Fang before him at the time the invention 
was made, to modify the graphical user interface taught by Fang to include a button for 
selecting "Side Biding" or "Finisher installed" with the motivation being to provide 
different ways to select items. 

8. Claims 1-3, 5-16, and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Livingston (USP 6,452,607). 

Regarding claims 1 and 9, Livingston teaches steps identifying code for disabling 
control (identify that control option 100 is disabled) (see col. 4, lines 10-14), changing a 
state of identified code from disabled to disabled with assistance (disabled option 100 is 
detected as being noteworthy) (col. 4, lines 9-11); responsive to said change of state of 
identified code to disabled with assistance, providing assistance text to explain why 
control is disabled (help information explaining why control 100 is disabled) (col. 4, lines 
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18-23) and providing code for correcting a condition for disabling control (providing 
guidance on what user should do to enable control 100) (col. 4, lines 18-23), receive 
user selection to adjust a display control to execute said code for correcting a condition 
for disabling control (upon user selection of A4 in the drop-down list of the control "Size 
is", (see Figures 2-4), control 100 will be enable) (see col. 4, lines 9-27) (also see col. 5, 
lines 11-17). 

The only difference between Livingston teaching and the claims is that in order to 
correct a condition for disabling control (change control 100 from disable to enable in 
Livingston), the claims teach selecting an adjustment button while Livingston teaches 
selecting on a list of items (for example, select "A4" in the drop-down list of control "Size 
is" (see Figure 4). Since Livingston teaches that "GUI components, such as icons or 
buttons, may visually represent figures for enabling computer functions" (col 1 , lines 27- 
32), an Official Notice is taken that it would have been obvious for one of ordinary skill in 
the art, having the teaching of Livingston before him at the time the invention was made, 
to modify the graphical user interface taught by Livingston to include a button for 
selecting "A4" with the motivation being to provide different ways to select items. 

Regarding claim 8, Livingston teaches steps identifying code for disabling control 
(identify that control option 100 is disabled) (see col. 4, lines 10-14), changing a state of 
identified code from disabled to disabled with assistance (disabled option 100 is 
detected as being noteworthy) (col. 4, lines 9-11); displaying an assistance icon for 
viewing by a user (help icon 110) (col. 4, lines 13) (see Fig. 2), identifying a user 
selection of said assistance icon and displaying said assistance text (col. 4, lines 12- 
27), responsive to said change of state of identified code to disabled with assistance. 
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providing assistance text to explain why control is disabled (help information explaining 
why control 100 is disabled) and providing code for correcting a condition for disabling 
control (providing guidance on what user should do to enable control 100) (col. 4, lines 
18-23), receive user selection to adjust a display control to execute said code for 
correcting a condition for disabling control (acting on eligible items) (upon user selection 
of A4 in the drop-down list of the control "Size is", (see Figures 2-4), control 100 will be 
enable) (see col. 4, lines 9-27) (also see col. 5, lines 11-17). 

The only difference between Livingston teaching and the claims is that in order to 
correct a condition for disabling control (change control 100 from disable to enable in 
Livingston), the claims teach selecting an adjustment button while Livingston teaches 
selecting on a list of items (for example, select "A4" in the drop-down list of control "Size 
is" (see Figure 4). Since Livingston teaches that "GUI components, such as icons or 
buttons, may visually represent figures for enabling computer functions" (col 1 , lines 27- 
32), an Official Notice is taken that it would have been obvious for one of ordinary skill in 
the art, having the teaching of Livingston before him at the time the invention was made, 
to modify the graphical user interface taught by Livingston to include a button for 
selecting "A4" with the motivation being to provide different ways to select items. 

Regarding claims 2, 10, and 14, Livingston teaches displaying an assistance icon 
for viewing by a user in responsive to said change state of said identified code to 
disabled with assistance state (help icon 110) (col. 4, lines 13) (see Fig. 3). 

Regarding claims 3, 1 1 , and 15, Livingston teaches identifying a user selection of 
said assistance icon and displaying said assistance text (col. 4, lines 18-23) (see 
Figures 2-3). 
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Regarding claim 6, Livingston teaches displaying a help text for viewing by a user 
(Fig. 3). 

Regarding claims 7 and 18, Livingston teaches the step of providing an 
assistance icon with said identified code, said assistance icon for viewing by a user in a 
context menu of available actions for user selected items (help icon 110) (col. 4, lines 
13) (see Fig. 3). 

Regarding claims 5, 12, and 16, Livingston teaches receiving user selection to 
adjust a display control to execute said code for correcting a condition for disabling 
control (acting on eligible items) (upon user selection of A4 in the drop-down list of the 
control "Size is", (see Figures 2-4), control 100 will be enable) (see col. 4, lines 9-27) 
(also see col. 5, lines 11-17). 

The only difference between Livingston teaching and the claims is that in order to 
correct a condition for disabling control (change control 100 from disable to enable in 
Livingston), the claims teach selecting an adjustment button while Livingston teaches 
selecting on a list of items (for example, select "A4" in the drop-down list of control "Size 
is" (see Figure 4). Since Livingston teaches that "GUI components, such as icons or 
buttons, may visually represent figures for enabling computer functions" (col 1 , lines 27- 
32), an Official Notice is taken that it would have been obvious for one of ordinary skill in 
the art, having the teaching of Livingston before him at the time the invention was made, 
to modify the graphical user interface taught by Livingston to include a button for 
selecting "A4" with the motivation being to provide different ways to select items. 

Regarding claim 13, Livingston teaches steps identifying code for disabling 
control (identify that control option 100 is disabled) (see col. 4, lines 10-14), changing a 



Application/Control Number: 09/51 9,41 3 Page 1 1 

Art Unit: 2173 

state of identified code from disabled to disabled with assistance (disabled option 100 is 
detected as being noteworthy) (col. 4, lines 9-1 1 ); responsive to said change of state of 
identified code to disabled with assistance, providing assistance text to explain why 
control is disabled (help information explaining why control 100 is disabled) (col. 4, lines 
18-23) including identifying a restricted selection (context-specific message 115 
identifies that the feature (i.e. control option 100) is restricted for use/selection) (see 
help text in Figure 3) and providing code for correcting a condition for disabling control 
including removing the restricted selection (providing guidance on what user should do 
to enable control 100) (col. 4. lines 18-23), receive user selection to adjust a display 
control to execute said code for correcting a condition for disabling control (upon user 
selection of A4 in the drop-down list of the control "Size is", (see Figures 2-4), control 
100 will be enable) (see col. 4, lines 9-27) (also see col. 5, lines 11-17). 

The only difference between Livingston teaching and the claims is that in order to 
correct a condition for disabling control (change control 100 from disable to enable in 
Livingston), the claims teach selecting an adjustment button while Livingston teaches 
selecting on a list of items (for example, select "A4" in the drop-down list of control "Size 
is" (see Figure 4). Since Livingston teaches that "GUI components, such as icons or 
buttons, may visually represent figures for enabling computer functions" (col 1 , lines 27- 
32), an Official Notice is taken that it would have been obvious for one of ordinary skill in 
the art, having the teaching of Livingston before him at the time the invention was made, 
to modify the graphical user interface taught by Livingston to include a button for 
selecting "A4" with the motivation being to provide different ways to select items. 
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9. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Livingston (USP 6,452,607) and Cohen-Levy et al ("Cohen-Levy", USP 5423034). 

Regarding claim 17, Livingston teaches displaying help for viewing by a user 
(help information explaining why control 100 is disabled) (coi. 4, lines 18-23) including 
identifying a restricted selection (context-specific message 115 identifies that the feature 
(i.e. control option 100) is restricted for use/selection) (see help text in Figure 3). 
Livingston does not teach displaying a privilege class for the restricted selection. 
However, such feature is known in the art as taught by Cohen-Levy. Cohen-Levy 
teaches a computer interface system comprising displaying user's network access 
privileges (see Fig. 5) (col. 18, lines 44-64). It would have been obvious for one of 
ordinary skill in the art, having the teaching of Livingston and Cohen-Levy before him at 
the time the invention was made, to modify the graphical user interface taught by 
Livingston to include displaying privilege class for selections to inform user which 
selection the user is allowed to choose. 

10. Applicant's arguments filed 04/20/05 have been considered but they are not 
persuasive. 

The Affidavit filed on 03/10/05 under 37 CFR 1 .131 has been considered but is 
ineffective to overcome the Fang (USP 662831 1 ) reference (see Section 2 above). 

Applicant argues "The prior art fails.., ....which is claimed". This argument fails to 
comply with 37 CFR 1.111 (b) because it amounts to a general allegation that the claims 
define a patentable invention without specifically pointing out how the language of the 
claims patentably distinguishes them from the references. 
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Therefore, the rejection of clainns 1-3 and 5-12 based on Fang reference is 
nnaintained as cited in Section 7 above. 

A new rejection of claims 1-3 and 5-12 based on Livingston reference is made of 
record as cited in Section 8 above. 

New claims 13-16 and 18 are rejected based on teaching of Livingston as cited in 
Section 8 above. 

New claim 17 is rejected based on teaching of Livingston and Cohen-Levy as 
cited in Section 9 above. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kieu D. Vu. The examiner can normally be reached on 
Mon - Thu from 7:00AM to 3:00PM at 571-272-4057. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Cabeca, can be reached at 571-272-4048. 

The fax phone numbers for the organization where this application or proceeding 
is assigned are as follows: 

703-872-9306 

and / or: 

571-273-4057 (use this FAX #, only after approval by Examiner, for "INFORMAL" 
or "DRAFT communication. Examiners may request that a formal paper / amendment 
be faxed directly to them on occasions). 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




Kieu D. Vu 

Patent Examiner JOHN^CABECA 

SUPERVISORY PATENT EXAMINED 
TECHNOLOGY CENTER 2100 



